
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
UDited States Patent and Trademark Office . 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/771,158 



01/26/2001 



7590 



08/08/2005 



HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P.O. Box 272400 
Fort Collins, CO 80527-2400 



Larry A. Copp 



10002193-1 



8066 



EXAMINER 



LEE, PHILIP C 



ART UNIT 



PAPER NUMBER 



2154 

DATE MAILED: 08/08/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



1 


Application No. 

09/771.158 


Applicant(s) 

COPP ET AL 


Examiner 

Philip C. Lee 


Art Unit 

2154 ^ 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED.STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)K Responsive to comnnunication(s) filed on 13 May 2005 , 
2a)M This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) 14-22,24 and 26-32 is/are pending in the application. 

4a) Of the above clalm(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 14-22, 24. 26-32 is/are rejected. 
?)□ Claim(s) is/are objected to, 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing isheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonn PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. This action is responsive to the amendment and remarks filed on May 13, 2005. 

2. Claims 14-22, 24 and 26-32 are presented for examination and claims 1-13, 23 and 25 are 
canceled. 

3. The text of those sections of Title 35, U.S. code not included in this office action can be 
found in a prior office action. 



Claim Rejections - 35 USC 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



5. Claims 14, 16 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sorkin et al, U.S. Patent 5,898,823 (hereinafter Sorkin) in view of Laser Jet Series 4050 Printer 



Model Specific MIB, 
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6. Sorkin and Laser Jet Series 4050 Printer Model Specific MIB were cited in the last office 
action. 

7. As per claims 14, Sorkin taught the invention substantially as claimed for a cUent to 
discover a peripheral address, by way of a peripheral server, the method comprising: 

receiving a first message at the peripheral server, wherein the first message contains an 
address of the cUent (col. 2, lines 20-27), and wherein the first message is formatted as a 
print job, and wherein the print job including no content resulting in a printed output (col 
2, lines 27-32); and 

receiving at the cUent a second message containing the peripheral address (col 2, lines 
27-32). 

8. Sorkin did not teach wherein the print job contains a Peripheral Management Language 
(PML) object. Laser Jet Series 4050 Printer Model Specific MIB taught wherein the print job 
contains a PML object, and wherein the PML object is UI_SELECT_OPTION (i.e. 
HELD_JOB_DELETE or PORTn_DESCRIPTION) (page 51; page 124, paragraph 2; page 128, 
paragraph 3; page 183, paragraph 2). (see response to point (1) below for detail explanations) 

9. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin and Laser Jet Series 4050 Printer Model 
Specific MEB because Laser Jet Series 4050 Printer Model Specific MTB's teaching of print job 
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containing a PML object would increase the efficiency of Sorkin's system by allowing 
embedded information to be transmitted with the print job in a single message. 
(Note that the ''Official Notice" taken in the last office action for the concept of using different 
type of PML object is supported by the Laser Jet Series 4050 Printer Model Specific MIB. 
Therefore, a new ground of rejection is estabhshed.) 

10. As per claim 16, Sorkin taught the invention substantially as claimed comprising: 
a client computer (col. 4, lines 29-32) 

a peripheral server, connected to the client computer, wherein the peripheral server 
receives a first message from the client computer, the first message containing an address of the 
cHent computer (col. 4, lines 29-35, 56-58); and 

a peripheral, connected to the peripheral server, wherein the peripheral receives the first 
message from the peripheral server and notifies the cUent computer of the peripheral's address 
(col. 4, lines 36-39), wherein: 

the first message is formatted as a print job, the print job including no content resulting in 
a printed output (col. 4, lines 59-61); 

the peripheral includes at least one non-printer function (col 4, lines 4-10); and 

the cUent computer is configured to access the at least one non-printer function of the 
peripheral using the peripheral's address and without using the peripheral server (coL 2, lines 39- 
41; col 4, lines 48-51). 
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1 1 . Sorkin did not teach wherein the print job contains a PML object. Laser Jet Series 4050 
Printer Model Specific MIB taught wherein the print job contains a PML object, and wherein the 
PML object is UI_SELECT_OPTION (i.e. HELD_JOB_DELETE or PORTn_DESCRIPTION) 
(page 51; page 124, paragraph 2; page 128, paragraph 3; page 183, paragraph 2). (see response 
to point (1) below for detail explanations) 

12. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin and Laser Jet Series 4050 Printer Model 
Specific MTR because Laser Jet Series 4050 Printer Model Specific MIB's teaching of print job 
containing a PML object would increase the efficiency of Sorkin' s system by allowing 
embedded information to be transmitted with the print job in a single message. (Note that the 
"Official Notice" taken in the last office action for the concept of using different type of PML 
object is supported by the Laser Jet Series 4050 Printer Model Specific MIB. Therefore, a new 
ground of rejection is established.) 

13. As per claim 18, Sorkin and Laser Jet Series 4050 Printer Model Specific MIB taught the 
invention substantially as claimed in claim 16 above. Sorkin further taught wherein the 
peripheral server comprises a print queue (col. 3, lines 52-55; col. 1, lines 26-32). 

14. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sorkin and Laser 
Jet Series 4050 Printer Model Specific MIB in view of Manglapus et al, U. S. Patent 6,219,151 
(hereinafter Manglapus). 
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15. Manglapus was cited in the last office action.. 

16. As per claim 17, Sorkin and Laser Jet Series 4050 Printer Model Specific MIB did not 
teach wherein the interface generates a message to the client computer. Manglapus taught 
wherein the second message is generated by peripheral with a built-in network interface (fig. 3; 
col. 5, lines 33-37; col. 10, lines 59-62). 

17. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin, Laser Jet Series 4050 Printer Model 
Specific MIB and Manglapus because Manglapus' s system of generating message with a 
network interface would increase the flexibility of their systems by allowing the peripheral to 
connect to the network with different configuration. 

18. Claims 15, 19-22, 24, 27, 29 and 31-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and in view of 
Bacher et al, U. S. Patent 6,728,012 (hereinafter Bacher), 

19. Bacher was cited in the last office action. 

20. As per claims 15, 19 and 20, Sorkin and Laser Jet Series 4050 Printer Model Specific 
MIB taught the invention substantially as claimed in claims 14 and 16 above. Although, Sorkin 
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taught wherein the peripheral is a printer, the peripheral server is a print server comprising a 
print queue, and the first message is spooled to the peripheral from the peripheral server by way 
of the print queue (col 3, lines 27-32), however, Sorkin and Laser Jet Series 4050 Printer Model 
Specific MIB did not teach wherein the peripheral is a multi-function printer. Bacher taught 
wherein the peripheral is a multi-function peripheral (abstract; col. 2, lines 45-54). 



21. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin, Laser Jet Series 4050 Printer Model 
Specific MTR and Bacher because Bacher' s multi-function peripheral would increase the field of 
use in their systems by allowing Sorkin' s and Laser Jet Series 4050 Printer Model Specific 
MIB's systems to be utilized on a multifunction terminal for executing printing, scanning, 
copying and fax transmission (col. 2, lines 45-47). 

22. As per claim 21, Sorkin taught the invention substantially as claimed comprising: 
sending a first message from a cUent to a peripheral server by way of a network, the first 
message including a network address of the cUent (col. 4, hnes 29-35, 56-58), and 
wherein the first message is formatted as a print job (col. 2, lines 27-32); 

sending the first message from the peripheral server to a peripheral by way of the 
network (col 4, lines 33-35); 

sending a second message from the peripheral to the client by way of the network, the 
second message including a network address of the peripheral (col. 4, hnes 36-39); and 
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accessing a non-printer function of the peripheral by way of the network using the cUent 
and the network address of the peripheral and without using the peripheral server (col 2, 
lines 39-41; col. 4, lines 4-10, 48-51). 

23. Sorkin did not teach wherein the print job contains a Peripheral Management Language 
(PML) object. Laser Jet Series 4050 Printer Model Specific MEB taught wherein the print job 
contains a PML object, and wherein the PML object is UI_SELECT_OPTION (i.e. 
HELD_JOB_DELETE or PORTn_DESCRIPTION) (page 51; page 124, paragraph 2; page 128, 
paragraph 3; page 183, paragraph 2). (see response to point (1) below for detail explanations) 

24. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin and Laser Jet Series 4050 Printer Model 
Specific MTR because Laser Jet Series 4050 Printer Model Specific MIB's teaching of print job 
containing a PML object would increase the efficiency of Sorkin's system by allowing 
embedded information to be transmitted with the print job in a single message. 

25. Sorkin and Laser Jet Series 4050 Printer Model Specific MIB did not teach a muhi- 
function peripheral. Bacher taught that the peripheral is a multi-function peripheral (Abstract; 
col. 2, lines 45-54). 

26. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin, Laser Jet Series 4050 Printer Model 
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Specific MIB and Bacher because Bacher's multi-function peripheral would increase the field of 
use in their systems by allowing Sorkin's and Laser Jet Series 4050 Printer Model Specific 
MIB's systems to be utilized on a multifunction terminal for executing printing, scanning, 
copying and fax transmission (col 2, lines 45-47). 

27. As per claim 22, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and Bacher 
taught the invention substantially as claimed in claim 21 above. Sorkin and Bacher further 
taught wherein: 

the multifunction peripheral includes a printer function (see Bacher, abstract; col. 2, lines 
45-54); and 

the peripheral server includes a print queue (see Sorkin, col. 3, Unes 52-55; col. 1, lines 
26-32). 

28. As per claim 24, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and Bacher 
taught the invention substantially as claimed in claim 21 above. Sorkin further taught wherein 
the print job includes no content resulting in a printed output (col. 2, lines 31-32). 

29. As per claims 27 and 32, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and 
Bacher taught the invention substantially as claimed in claim 21 above. Bacher fiirther taught 
wherein the non-printer function of the multifunction peripheral is a scanning function, a 
facsimile function, or a copier function (Abstract; col. 2, lines 45-54). 
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30. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin, Laser Jet Series 4050 Printer Model 
Specific MIB and Bacher because Bacher's multi-function peripheral would increase the field of 
use in their systems by allowing Sorkin's and Laser Jet Series 4050 Printer Model Specific 
MIB's systems to be utiUzed on a multifunction terminal for executing printing, scanning, 
copying and fax transmission (col. 2, lines 45-47). 

31. As per claim 29, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and Bacher 
taught the invention substantially as claimed in claim 21 above. Sorkin further taught wherein 
the second message is generated directly by the multifunction peripheral (col. 4, lines 36-39). 

32. As per claim 31, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and Bacher 
taught the invention substantially as claimed in claim 21 above. Sorkin further taught 
comprising placing the first message into a print queue of the peripheral server prior to sending 
the first message to the multifunction peripheral (col. 1, Unes 26-32; col. 3, lines 52-55). 

33. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Sorkin, Laser Jet 
Series 4050 Printer Model Specific MDB and Bacher in view of "Official Notice". 

34. As per claim 28, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and Bacher 
taught the invention substantially as claimed in claim 21 above. Sorkin, Laser Jet Series 4050 
Printer Model Specific MIB and Bacher did not specifically detailing the formatted of the 
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message as a UDP datagram. "Official Notice" is taken for the concept of message formatted as 
a UDP datagram is known and accepted in the art. It would have been obvious to one having 
ordinary skill in the art at the time of the invention was made to include message formatted as a 
UDP datagram because by doing so it would increase the efficiency by allowing faster 
transmission of data message over the Internet. 

35. Claims 26 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sorkin, 
Laser Jet Series 4050 Printer Model Specific MIB and Bacher in view of Manglapus. 

36. As per claims 26 and 30, Sorkin, Laser Jet Series 4050 Printer Model Specific MIB and 
Bacher taught the invention substantially as claimed in claim 21. Sorkin, Laser Jet Series 4050 
Printer Model Specific MIB and Bacher did not specifically detailing the message is generated 
by a separate interface device between the peripheral server and the peripheral. Manglapus 
taught wherein the second message is generated by peripheral with a built-in network interface 
(fig. 3; col 5, lines 33-37; col. 10, lines 59-62). 

37. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to combine the teachings of Sorkin, Laser Jet Series 4050 Printer Model 
Specific MIB, Bacher and Manglapus because Manglapus' s system generating message with a 
network interface would increase the flexibility of Sorkin's, Laser Jet Series 4050 Printer Model 
Specific MIB's and Bacher' s systems by allowing the peripheral to connect to the network with 
different configuration. 
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38. Applicant's arguments with respect to claims 14-22, 24 and 26-32, filed 05/13/05, have 
been fully considered but are not deemed to be persuasive and are moot in view of the new 
grounds of rejection. 

39. In the remark appUcant argued that 

(1) the prior art of record fails to teach a Peripheral Management 
Language (PML) object, and wherein the PML object is 
UI_SELECT_OPTION. 

(2) Bacher fail to teach sending the first message from the peripheral 
server to a multifunction peripheral by way of the network, sending a 
second message from the multifunction peripheral to the client by way of 
the network, the second message including a network address of the 
multifunction peripheral, and then accessing a non-printer function of the 
multifunction peripheral by way of he network using the client and the 
network address of the multifunction peripheral and without using he 
peripheral server, as recited in combination with the other features and 
limitation of claim 21. 

40. In response to point (1), Apphcant argument to overcome the rejection of the prior art of 
record is not persuasive. In particular, page 1 1, lines 15-17, apphcant argued that one of 
ordinary skill in the art would not have been aware that the PML object UI_SELECT_OPTION 
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even existed. Furthermore, page 1 1, lines 19-22, applicant state "the mere existence of one PML 
does not render the existence of a second PML obvious, and moreover, the particular use of a 
first PML does not render the use of a second PML obvious for an entirely different purpose". 

4L Applicant's arguments amount to no more than the concept of using PML to create 
different object command, there is no description of the purpose of the PML object 
UI_SELECT_OPTION. The only description of the PML object UI_SELECT_OPTION in the 
specification states "In one embodiment, the peripheral is a printer, the peripheral server is a 
print queue, and the first message is a print job containing a PML object, such as 
UI SELECT OPTION." (page 2, lines 14-16), and "In the embodiment detailed below, the 
predetermined variable is a PML (peripheral management language) object, preferably UI- 
SELECT OPTION."(page 5, Unes 4-5). This is just a mere preference of the PML object use in 
an embodiment of the invention, it did not describe the purpose of the PML object 
UI_SELECT_OPTION, not even the abbreviation of "UI". At most, the use of PML object 
UI_SELECT_OPTION can only be interpreted as a PML object use for an unknown purpose. 

42. Accordingly, the examiner rejected the Umitation of the PML object 
UI_SELECT_OPTION with Laser Jet Series 4040 Printer Model Specific MIB which teaches 
the concept of using PML object for different commands including HELD_JOB_DELETE and 
PORTn_DESCRIPTION (page 51; page 124, paragraph 2; page 128, paragraph 3; page 183, 
paragraph 2). This means that peripheral management language (PML) is used for creating 
object commands (HELDJOB_DELETE, PORTn_DESCRIPTION, etc.) for accomplishing 
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different purpose. One of ordinary skill in the art can create different object command names for 
the desire purpose. This concept is clearly shown in the reference Laser Jet Series 4040 Printer 
Model Specific MIB. Note that since the function of PML object UI_SELECT_OPTION is not 
defined in the specification, it can be interpreted as performing the function of PML object 
HELD_JOB_DELETE or PORTn_DESCRIPTION with a different name. 

43. In response to point (2), page 15, line 26-page 16, line 1, appUcant states "There is no 
way to combine elements selected from Sorkin, and then to somehow combine those elements 
with other element selected from Bacher, in order to arrive at the invention as recited by claim 
21, as amended. Apphcant further states on page 16, lines 4-6 that "none of the references cited 
thus far in the case record provide, teach or suggest the PML object UI_SELECT_OPTION of 
claim 21." Since the limitation of PML object UI_SELECT_OPTION is already addressed 
above, this response will address to the combine elements of Sorkin and Bacher. 

44. As cited in paragraphs 22-26 of this office action, Sorkin taught all of the elements of 
claim 21 except PML object UI_SELECT_OPTION (previously addressed above) and a 
multifunction peripheral. Bacher taught an invention for execution of job transmission for a 
multifunction peripheral, which is in the same field as Sorkin's invention. Furthermore, Bacher 
did not teach away from the invention of Sorkin. The teaching of Sorkin's can be combined with 
the teaching of Bacher, This would allow Sorkin's method to be utilized on a multifunction 
terminal for executing printing, scanning, copying and fax transmission. The combination of 
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Sorkin, Laser Jet Series 4040 Printer Model Specific MIB and Bacher taught all of the limitation 
of claim 21 as amended, 

45. THIS ACTION IS MADE FINAL. Apphcant is reminded of the extension of time 
poUcy as set forth in 37 CFR 1. 136(a). A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the advisory action is 
not mailed until afl:er the end of the THREE MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. Any inquiry concerning this 
communication or earUer communications form the examiner should be directed to Philip Lee 
whose telephone number is (571) 272-3967. Any inquiry of a general nature or relating to the 
status of this appUcation should be directed to the Group receptionist whose telephone number is 
(703) 305-9600. 



PhiUp Lee 



